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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )KI Responsive to communication(s) filed on 22 May 2009 . 
2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-22 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

Claim(s) is/are allowed. 

6) |EI Claim(s) 1-22 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 
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3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
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* See the attached detailed Office action for a list of the certified copies not received. 



Attach ment(s) 

1) ^| Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO/SB/08) 5 ) □ Notice of Informal Patent Application 

Paper No(s)/Mail Date . 6) □ Other: . 



PTOL-T26 d (Rev e 08-06r 



Office Action Summary 



Part of Paper No./Mail Date 2009081 1 



Application/Control Number: 10/798,342 Page 2 

Art Unit: 3714 

Response to Amendment 

1 . Applicant's request for reconsideration has been entered. Claims 1-22 are still pending. 



Claim Rejections - 35 USC §103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

3. Claims 1-15 and 19-22 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Graber et al (US 5,812,769) in view of Goldberg et al (US 7,496,943 Bl). 

As per claims 1 and 9, Graber teaches a method for advertising, comprising: receiving an 
advertisement request from a user node (see fig. 1, 102a), wherein said advertisement request is 
based upon a link sent from an affiliate node to said user node in response to a content request 
sent from said user node to said affiliate node (see fig. 1, 140). Graber does not explicitly 
disclose the selecting an advertisement based on stored information but Goldberg discloses 
selecting, in response to said advertisement request, an advertisement based upon stored 
information about said user node (see claim 67). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to utilize the selecting step as disclosed by Goldberg into the method of Graber 
because it would allow the advertisers to target their advertisements to a subset of the general 
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population that may be more likely to respond to the advertisements and also assure that its 
advertising is delivered to the consumers most likely to purchase its products. 

As per claims 2-7, the limitations of "content of the stored information" has no weight 
since they are non- functional descriptive material. They are however rejected under the 
combination of Graber and Goldberg. 

As per claim 8, the combination of Graber and Goldberg would disclose a method 
wherein selecting an advertisement is further based upon an operating system type, each 
associated with said user node as claimed. 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made for the same reasons given in claim 1 . 

As per claims 10-14, Graber does not explicitly disclose calculating a satisfaction index 
and selecting the advertisement with the lowest satisfaction index but Goldberg discloses a 
system wherein if selection criteria associated with more than one advertisement are satisfied 
based upon said stored information, then calculating a satisfaction index for each advertisement 
(see fig. 11 A, 182), and selecting the advertisement with the lowest satisfaction index, wherein 
said satisfaction index for an advertisement is directly proportional to the number of times said 
advertisement is sent to a user node, wherein said satisfaction index for an advertisement is 
inversely proportional to the amount of time expired since said advertisement was first permitted 
to be sent to a user node (see Goldberg, fig. 3, scanning for matching ads and screening for used 
ads), wherein said satisfaction index for an advertisement is inversely proportional to the 
maximum number of times the advertisement is permitted to be sent to a user node, wherein said 
satisfaction index for an advertisement is directly proportional to the total amount of time over 
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which said advertisement is permitted to be sent (see Goldberg, fig. 3, by indexing each ad, the 
system is actually counting the number of times this ad has been sent to a user node as claimed). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to utilize the satisfaction index as disclosed by Goldberg into the method of Graber 
because it would keep track of the number of times such and such advertisements have been sent 
to a user. 

As per claims 15, Graber discloses a method wherein an advertisement request would 
include an Internet Protocol address associated with a user node as claimed (see fig. 1). 

As per claim 19, Goldberg teaches a system further comprising sending said selected 
advertisement to said user node for display (see fig. 8A). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to utilize the advertisement selection for display as taught by Goldberg into the 
method of Graber because it would allow the system to monitor the user's activities and record 
the interests of the user based on time spending looking at the ad. 

As per claims 20-22, the combination of Graber and Goldberg would disclose a system 
comprising receiving from said user node a click through request for information about the 
advertiser associated with said selected advertisement, further comprising sending a network 
address for said advertiser to said user node in response to said click-though request, wherein 
said stored information includes information about a prior click-through request received from 
said user node (see Graber, fig. 1, see abstract; see Goldberg for the selection step). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to combine Graber and Goldberg for the same reasons discussed previously. 
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4. Claims 16-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over Graber et al 
(US 5,812,769) in view of Goldberg et al (US 7,496,943 Bl) and further in view of Funk et al 
(US 5,937,162). 

As per claims 16-18, neither Graber nor Goldberg discloses a system for performing a 
reverse domain and for selecting an advertisement based on the results of said reverse domain 
but Funk discloses a system performing a reverse domain lookup table based upon an internet 
protocol address, selecting an advertisement based upon the results of said reverse domain and 
perform a trace operation route (see claim 1 ; reverse domain is querying a domain name server 
(DNS) to determine the corresponding domain name). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to utilize the selecting step as disclosed by Goldberg into the method of Graber 
because it would allow the advertisers to target their advertisements to a subset of the general 
population that may be more likely to respond to the advertisements and also assure that its 
advertising is delivered to the consumers most likely to purchase its products. It would have 
been obvious to one of ordinary skill in the art to utilize the domain name querying system as 
taught by Funk into the combined systems of Graber and Goldberg because it would provide a 
system that can send a unique, customized advertisement to a group of selected users and allow 
them to click and see the ad on the display screen. 

Response to Arguments 

5. Applicant's arguments with respect to claims 1-22 have been considered but are moot in 
view of the new ground(s) of rejection. 
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Applicant's arguments about Graber not teaching "selecting in response to said 
advertisement request, an advertisement based upon stored information about said user node." In 
response to Applicant's arguments, this limitation is met by the newly added reference in 
Goldberg (US 7,496,943 Bl). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ronald Lancau whose telephone number is (571)272-6784. The 
examiner can normally be reached on 8:30 - 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Peter Vo can be reached on (571) 272-4690. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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